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Qpi ni on by Chapman, Adm nistrative Trademark Judge:

On July 24, 2000, Reel Efx, Inc. (a California
corporation), filed an application to register the mark
REEL EFX on the Principal Register for goods and services
ultimately amended to read as foll ows:

“scientific and el ectroni c apparat us
for producing special effects in the
advertising and entertai nnent

i ndustries, nanely, conputer controlled

stop action notion picture canera
arrays” in International Cass 9;
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“apparatus for producing speci al

effects for the entertai nnent and

advertising industries, nanely, |ights,

lighting, hazers, fluids for hazers,

portabl e cooling systens, fans and

i nfl atabl e and col | apsi bl e bodi es sold

as units with fans” in International

Class 11;

“providi ng mechani cal special effects

for the advertising industry” in

I nternational O ass 35; and

“provi di ng mechani cal special effects

for the entertai nnent industry” in

I nternational Cass 41.1

Regi stration has been finally refused as to all four

cl asses of goods and services under Section 6(a) of the
Trademark Act, 15 U. S.C. 81056(a), on the basis of
applicant’s failure to conply with a requirenent to
disclaimthe term“EFX.” Such term according to the
Exam ning Attorney, is nerely descriptive of applicant’s
goods and services within the neaning of Section 2(e)(1) of
the Trademark Act, 15 U. S.C. 81052(e)(1), and therefore
must be di scl ai nmed.

Regi stration has al so been finally refused on the

basis that the specinens submitted in support of the

! Application Serial No. 76095249, filed July 24, 2000. All
cl asses of goods and services are based on applicant’s clainmed
date of first use and first use in commerce of 1984.



Ser. No. 76095249

International Cl ass 9 goods are not acceptabl e specinens
t herefor.?

Applicant has appeal ed, and briefs have been fil ed.
Applicant’s attorney and the Exam ning Attorney were
present at an oral hearing held before the Board on May 25,
2004.

W turn first to the Exam ning Attorney’s requirenent
for acceptable specinens for the International Cass 9
goods. She contends that the specinens for goods submtted
with the original application support use of the mark for
the International Cass 11 goods, but not the International
Class 9 goods; that the substitute specinen for the
International C ass 9 goods is not an acceptabl e speci nen
because (i) it is an advertisenent which rmay pronote the
sal e of the goods, but does not support trademark use of
the mark REEL EFX for the goods, and (ii) the termis not
used as a trademark for these goods (MIUTICAMis used as
the trademark for the canera arrays) but is used only as a

trade nane.

2 The appeal originally included a third issue--whether
applicant’s identification of the International Cass 11 goods
was acceptable. Followi ng the oral hearing on this appeal,

appl i cant submitted a proposed anmendnment to the International
Cass 11 identification of these goods. The Board remanded the
application to the Exam ning Attorney, and she accepted that
identification.
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Appl i cant contends that the catal og sheets submtted
with the original application “evidenced use of the mark in
all of the classes.” (Reply brief, p. 2.)

It is clear froma review of the specinens of record
that the original specinens for goods all relate to
specific itens of goods ultimately classified in
International Cass 11 (e.g., fans, hazers, cooling
systens). Applicant did not point to any specific original
specinen that it believed supported use for the
International Cass 9 goods, and we find none.

Wth regard to the substitute specinen, we agree with
the Exam ning Attorney that the use of REEL EFX thereon is
in the nature of a trade nane (i.e., “REEL EFX INC. * 5539
Ri verton Avenue * North Hol |l ywood, CA 91601 .) or as
identifying the conpany rather than as the trademark for
canera arrays (e.g., “Reel EFX has been working with stil
canera arrays since 1996. MITICAMis the result of those
years of work.”).

W find that the specinens of record do not support
use of the mark REEL EFX on or in connection with the
identified goods in International Cass 9.

Turning to the Exam ning Attorney’ s requirenent for a
disclaimer of the term*“EFX " it is the Exam ning

Attorney’s position that the term“EFX’ neans “speci al
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effects” in relation to the invol ved goods and services;
and that “EFX’ nerely describes the function of applicant’s
goods (the goods being used to produce special effects),
and it merely describes the services, nanely, providing
mechani cal special effects to the entertainnent (e.g.,

novi es) and advertising industries. The Exam ning Attorney
argues that when the mark REEL EFX is viewed in its
entirety, the term“EFX’ is an unregistrabl e conponent of
an ot herw se registrabl e nark.

As evidence in support of this position, the Exam ning
Attorney submitted (i) printouts of several excerpted
stories retrieved fromthe Nexis database; (ii) printouts
fromvarious Internet web pages (including applicant’s);
(iii) copies of several third-party registrations which
contained a disclainer of the word “effects”; and (iv) the
online “Acronym Fi nder” show ng four definitions of “EFX”
the first of which is “Effects (as in notion picture
special effects; sonetines just FX).” 1In addition, the

Board takes judicial notice of the Acronyns, Initialisns &

Abbrevi ations Dictionary (33rd Edition 2004) definition of

» 3

“EFX’ as “special effects. (The only ot her appearance of

3 See The University of Notre Dane du Lac v. J.C. Gourmet Food

I mports Co., Inc., 213 USPQ 594 (TTAB 1982), aff’d, 703 F.2d
1372, 217 USPQ 505 (Fed. Cir. 1983). See also, TBMP 8704.12 (2d
ed. rev. 2004).
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“EFX’ in this dictionary is as the NY Stock Exchange synbol
for Equifax, Inc.)

Some of the excerpted stories retrieved fromNexis to
show that “EFX’ is commonly understood in the rel evant
i ndustries to nean “special effects” are set forth bel ow

HEADLI NE: Springfield Joins ‘EFX

.~ EFX,” which stands for ‘special
effects’ in a show that offers fire-
br eat hi ng dragons and spaceshi p

| andi ngs, has proven an adapt abl e
vehicl e each tinme it has been revanped
to fit the talents of a new star.

“Las Vegas Review Journal,” Decenber 6
2000;

HEADLI NE: Entering Their 15th Year,
LH&A Announces Four New Accounts
..Representing the agency’s first
association with an entertai nnent
account, LH&A will |aunch the

i ntroduction of celebrated nine-tine
Tony award wi nner Tomry Tune in ‘EFX
at the Las Vegas MaM Grand. The
critically acclained ‘EFX takes its
nane fromthe stage and film
industries, in which ‘EFX stands for
the special effects that give a
production its magi cal punch. ...“PR
Newswi re,” January 11, 1999;

HEADLI NE: Grand |1 usions; Vegas

Musi cal a Dazzling D splay of Snoke and
Lasers...

..Even those cynical of Vegas
productions admt it lives up toits
techno-lingo title — “EFX,” as in
special effects. “The Salt | ake

Tri bune,” June 8, 1997; and

HEADLI NE: Centura Bank’s ‘Lazy Dol | ar
Advertising Canpai gn Takes Top Honors
At Charlotte Addy Awards
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..Charl otte-based Price/ McNabb created
the advertisenents with the help of the
sanme Hol | ywood conpany that brought

di nosaurs to life in the novie
“Jurassic Park.” KNB EFX Group Inc., a
speci al effects conpany headquartered
in California, spent nore than 100
hours buil di ng a sophi sticated

nmechani zed puppet for the spots. ...“PR
Newswi re” January 31, 1995.

Appl i cant does not dispute that “special effects”
woul d be nerely descriptive of its goods and services.
However, applicant argues that the mark REEL EFX is a
unitary mark and thus the disclainmer is not necessary;* that
the term “EFX’ acts as a source indicator as is shown even
in the Exam ning Attorney’s evidence (i.e., a Las Vegas
show); that the Exam ning Attorney’s evidence does not
establish that “EFX’ is nerely descriptive, but rather, to
the contrary, her evidence shows that “EFX’ is used by
applicant and others as a trademark or service mark and is

not a descriptive term and that because the Exam ning

Attorney’s Acronym Finder definition shows that there are

several neanings for “EFX,” the term“is capabl e of

di fferent conmercial inpressions, especially when conbi ned

* Applicant also argues that when considered as whol e and not

di ssected, the mark REEL EFX is not nerely descriptive. The
Examining Attorney correctly pointed out that she has not held
the mark as a whole to be nerely descriptive. Rather, she is
requiring a disclainmer of the term“EFX’ because that termis
merely descriptive in relation to the identified goods and
services. See e.g., the Examining Attorney' s brief, footnote 1;
and the October 23, 2002 Ofice action, unnunbered page 3.
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wi th another word such as ‘REEL’” (applicant’s brief, pp.
2-3).

Because we are dealing in this case with the Exam ning
Attorney’s requirenment for a disclainmer of three letters as
an acronym we start with the gui dance of the predecessor
of our primary reviewing Court in Mdern Optics,

I ncorporated v. The Univis Lens Conpany, 234 F.2d 504, 110
USPQ 293, 295 (CCPA 1956):

Wi | e each case nmust be decided on the

basis of the particular facts invol ved,

it wuld seemthat, as a general rule,

initials cannot be considered

descriptive unless they have becone so

general |y understood as representing

descriptive words as to be accepted as

substantially synonynous therewth.
See also, Avtex Fibers Inc. v. Gentex Corporation, 223 USPQ
625 (TTAB 1984), and cases cited therein.

It is well settled that a termis considered nmerely
descriptive of goods or services, wthin the neani ng of
Section 2(e)(1), if it imediately conveys information
concerning a significant ingredient, quality,
characteristic or feature thereof, or if it directly
conveys information regarding the nature, function, purpose
or use of the goods or services. See In re Abcor

Devel opnent Corp., 588 F.2d 811, 200 USPQ 215 ( CCPA 1978).

Moreover, whether a termis nerely descriptive is
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determned in relation to the goods or services for which
registration is sought. See In re Bright-Crest, Ltd., 204
USPQ 591 (TTAB 1979). See also, In re Consolidated G gar
Co., 35 USP@2d 1290 (TTAB 1995); and In re Pennzoi
Products Co., 20 USPQ2d 1753 (TTAB 1991).

The Exam ning Attorney has established that “efx” is
readily understood to refer to “special effects,” which is
what applicant provides through its identified goods and
services. That is, “EFX’ is substantially synonynous wth
“special effects.” On the record before us, we hold that
“EFX’” is a nmerely descriptive termin the relevant fields
of providing special effects to the advertising and
entertai nment industries, and also in relation to the goods
used to produce the special effects (e.g., canmera arrays,
fans, hazers). See In re The Yacht Exchange, Inc., 214
USPQ 406 (TTAB 1982)(letters “M.S” held nerely descriptive
of applicant’s listing services for yachts and boats). See
generally, In re Omha National Corporation, 819 F.2d 1117,
2 USPQ2d 1859 (Fed. Gr. 1987)(Court affirmed the Board’s
decision requiring a disclainmer of the nerely descriptive
term“FirsTier” for banking services); Inre IBP, Inc., 228
USPQ 304 (TTAB 1985) (requirenment for a disclainmer of the

nerely descriptive term*®“select trinf for pork affirmed);

and In re Truckwiters Inc., 219 USPQ 1227 (TTAB 1983),



Ser. No. 76095249

aff’ d unpubl’ d Appeal No. 84-689 (Fed. G r., Novenber 1,
1984) (requirenment for a disclainmer of the nerely
descriptive term“witers” for insurance agency services
af firnmed).

Nor do we agree with applicant’s argunent that its
mark REEL EFX is a unitary mark and thus a disclaimer is
unnecessary. As explained by the Court of Appeals for the
Federal Crcuit in Dena Corp. v. Belvedere International
Inc., 950 F.2d 1555, 21 USPQd 1047, 1052 (Fed. Cir. 1991):

A unitary mark has certain observabl e
characteristics. Specifically, its

el enments are inseparable. In a unitary
mar k, these observabl e characteristics
must conbine to show that the mark has
a distinct meaning of its own

i ndependent of the neaning of its
constituent elenents.

W find that the mark REEL EFX is not unitary, but
rat her the rel evant purchasers woul d perceive the “EFX
portion as a separable elenent, referring to “special
effects.” See also, In re Taylor & Francis [Publishers]
Inc., 55 USPQ2d 1213 (TTAB 2000).

Decision: The refusal to register the mark for the
International O ass 9 goods on the basis that none of the
speci nens shows use of the nmark on or in connection with

those identified goods is affirmed. The requirenent under

Section 6 of the Trademark Act for a disclainer of the term

10
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“EFX’ apart fromthe mark as a whole is proper, and the
refusal to register the mark in the absence of this
disclaimer is affirnmed as to all four classes of goods and
services (International Casses 9, 11, 35 and 41).

However, the refusal of registration based on the
di sclaimer requirenment will be set aside and the nmark
publ i shed for opposition as to International Casses 11, 35
and 41, if applicant, no later than thirty days fromthe
mai | i ng date hereof, submts an appropriate disclainer.
See Tradenmark Rule 2.142(g). (The subm ssion of such a
disclaimer wll not, however, affect the affirmance of the
refusal to register the mark for the goods in International

Class 9 on the specinen requirenent.)

11



